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IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF MINNESOTA

SLEP-TONE ENTERTAINMENT

CORPORATION,

Plaintiff,



Civil Action No.: 14-cv-04737 (PJS/FLN)



v.

HEATHER LAPADAT d/b/a TWIN CITY

KARAOKE,

Defendant.

DEFENDANT’S REPLY MEMORANDUM IN SUPPORT OF ITS MOTION

TO DISMISS UNDER FED. R. CIV. P. 12(b)(6)
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INTRODUCTION

Slep-Tone’s Complaint should be dismissed because it fails to plead a claim for

relief under the Lanham Act and is directed at alleged acts that are exclusively within the

domain of copyright law. Slep-Tone’s claims under the MDPTA and for common law

unfair competition rise and fall together with its Lanham Act claims. This dismissal

should be with prejudice and equally binding on Phoenix Entertainment Partners, LLC,

the owner of the SOUND CHOICE Marks pursuant to an assignment executed February

10, 2015.

Slep-Tone does not state a claim in connection with goods under the Lanham Act

because it does not plead that Ms. Lapadat sells, offers to sell, distributes, or advertises

goods. Slep-Tone does not contend otherwise in opposition to this motion. The absence

of this necessary factual predicate is conceded. Without allegations directed to the

Lanham Act’s requirement that Ms. Lapadat use the Marks in connection with goods that

she sells or transports in commerce, Slep-Tone fails to state a claim for goods. See 15

U.S.C. § 1127 (defining the term “use in commerce”). Slep-Tone also cannot state a

claim for counterfeit goods without alleging that Ms. Lapadat sold, offered to sell, or

distributed goods. See 15 U.S.C. § 1116(d).

Slep-Tone also fails to plead that Ms. Lapadat used the SOUND CHOICE Marks

as a service mark in connection with her provision of karaoke services. The Complaint

does not state a claim for relief directed to services. The display of a mark in a way that

does not identify or distinguish the user’s services from others is not a “use” under the

Lanham Act. See 15 U.S.C. § 1127 (providing that a service mark is a designation “used

1
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by a person . . . to identify and distinguish the services of one person . . . from the

services of others and to indicate the source of the services”). Slep-Tone fails to plead

that Ms. Lapadat used the SOUND CHOICE Marks to identify or distinguish her services

and dismisses the lack of such allegations as irrelevant.

Just as for goods, Slep-Tone’s failure to allege use of the SOUND CHOICE Marks

by Ms. Lapadat as a mark for services precludes it claims for counterfeit services. See 15

U.S.C. § 1116(d). Slep-Tone further fails to plead that it uses the Marks for the services

described in the registration, a required element for counterfeiting. See id. Simply

having a trademark registration for services does not establish concurrent use and is

insufficient to state a claim for counterfeit services.

The Complaint fails to state any claim under the Lanham Act. Slep-Tone’s

Complaint is directed at subject matter that is exclusively governed by copyright law.

The “wrong” that Slep-Tone asserts is nothing more than the performance of the

allegedly unauthorized copies of its audiovisual karaoke accompaniment tracks. Control

of the performance of these tracks is exclusively within the purview of the Copyright Act.

Slep-Tone’s Complaint should be dismissed with prejudice.

ARGUMENT

I.



SLEP-TONE HAS ASSIGNED AWAY ITS RIGHTS TO THE SOUND CHOICE

MARKS.

An attorney owes a duty of candor toward the Court under Rule 3.3 of the



Minnesota Rules of Professional Conduct. Minn. Rules of Prof’l Conduct 3.3. The duty

of candor includes an “obligation as an officer of the court to prevent the trier of fact

2
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from being misled by false evidence.” Id. cmt. 5. As part of this obligation, an attorney

must not “make a false statement of fact or law to a tribunal, or fail to correct a false

statement of material fact or law previously made to the tribunal.” Id. at 3.3(a)(1).

Counsel for Ms. Lapadat recently learned that Slep-Tone does not own the

SOUND CHOICE Marks. While Slep-Tone states it is the owner of the SOUND

CHOICE Marks in its opposition to this motion, (see Dkt. No. 17, at 6-7), Slep-Tone

assigned the entire right, title, and interest in and to the SOUND CHOICE Marks to

Phoenix Entertainment Partners, LLC (“Phoenix Entertainment”) on February 10, 2015.

The Trademark Assignment was filed with the Trademark Office the next day. The

record of assignment is attached as Exhibit A to the Declaration of Emily Wessels filed in

support of this motion.

As the assignee of Slep-Tone’s rights in the SOUND CHOICE Marks, Phoenix

Entertainment is in privity with Slep-Tone with respect to the Marks. See, e.g.,

International Nutrition Co. v. Horphag Research, Ltd., 220 F.3d 1325, 1329 (Fed. Cir.

2000) (citing Litchfield v. Crane, 123 U.S. 549, 551 (1887) (defining privity to include a

“mutual or successive relationship to the same rights of property”)). As a privy of SlepTone with respect to the property-in-suit, Phoenix Entertainment is bound under the

principles of res judicata by the judgment of the Court in this matter. Id.; see Arizona v.

California, 530 U.S. 392, 412 (2000) (explaining that res judicata operates not only to

protect “the defendant’s interest in avoiding the burdens of twice defending a suit, but is

also based on the avoidance of unnecessary judicial waste”).



3
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II.



SLEP-TONE’S COMPLAINT SHOULD BE DISMISSED WITH PREJUDICE

FOR FAILURE TO STATE A CLAIM.

A complaint that fails to state a claim upon which relief can be granted under Rule



12(b)(6), the standard for which is set forth is Ms. Lapadat’s opening memorandum,

should be dismissed with prejudice. The Rules provide that dismissal under Rule

12(b)(6) generally “operates as an adjudication on the merits.” Fed. R. Civ. P. 41(b). As

an adjudication on the merits, the dismissal should be with prejudice. Orr v. Clements,

688 F.3d 463, 465 (8th Cir. 2012) (“[T]here is a presumption that a dismissal under Rule

12(b)(6) is a judgment on the merits made with prejudice . . . .”); see also Petty v. Cnty.

of Franklin, 478 F.3d 341, 346 n.3 (6th Cir. 2007) (“[A] 12(b)(6) dismissal . . . is

generally construed as a dismissal with prejudice on the merits.”); Higgins v. City of

Tulsa, 103 Fed. Appx. 648, 651 (10th Cir. 2004).

A. Slep-Tone Concedes that Ms. Lapadat Does Not Sell, Offer to Sell, Distribute,

or Advertise Any Goods. The Lanham Act Claims Related to Goods Fail to

State a Claim.

Absent from Slep-Tone’s Complaint are any allegations that Ms. Lapadat uses the

SOUND CHOICE Marks or Trade Dress “in connection with the sale, offering for sale,

distribution, or advertising of any goods.” 15 U.S.C. § 1114. Section 1125(a) similarly

requires the sale of goods. 15 U.S.C. § 1125; § 1127 (defining “use in commerce”).

Slep-Tone only alleges that Ms. Lapadat engages in the provision of karaoke services,

making no mention of the provision of any goods. (See Compl. ¶¶ 7, 42.) Slep-Tone

does not refute this point in its opposition. (Dkt. No. 17, at 9-10 (“Lapadat’s

4
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