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UNITED STATES DISTRICT COURT

DISTRICT OF MINNESOTA

SLEP-TONE ENTERTAINMENT

CORPORATION,



Civil Action No.: 0:14-cv-04737

(PJS/FLN)



Plaintiff,

v.

HEATHER LAPADAT d/b/a TWIN CITY

KARAOKE

Defendant.



SLEP-TONE ENTERTAINMENT

CORPORATION’S MEMORANDUM

IN OPPOSITION TO DEFENDANT’S

MOTION TO DISMISS UNDER FED.

R. CIV. P. 12(b)(6)
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INTRODUCTION

Plaintiff Slep-Tone Entertainment Corporation (hereinafter “Slep-Tone”) opposes

Defendant Heather Lapadat’s (hereinafter “Lapadat”) Motion to Dismiss under Federal

Rule of Civil Procedure 12(b)(6). Slep-Tone’s Complaint pled actionable claims for

trademark infringement, trade dress infringement, counterfeiting, and unfair competition

under the Lanham Act; violation of the Minnesota Uniform Deceptive Trade Practices

Act; and common law unfair competition. Further, Slep-Tone’s claims are not preempted

by the Copyright Act. Slep-Tone respectfully requests that this Court deny Lapadat’s

motion to dismiss.

FACTUAL BACKGROUND

A.



Slep-Tone’s Rights

1.



Slep-Tone is the owner of U.S. Trademarks, U.S. Service Marks, and

trade dress for use in connection with its karaoke tracks



Slep-Tone is a North Carolina corporation manufacturing and distributing karaoke

tracks sold under the mark SOUND CHOICE. (Compl. ¶¶ 6, 10, Doc. No. 1, pp. 2-3).

Slep-Tone owns U.S. Trademark Registration Number 1,923,448 for the mark SOUND

CHOICE for “pre-recorded magnetic audio cassette tapes and compact discs containing

musical compositions and compact discs containing video related musical compositions”;

U.S. Service Mark Registration Number 4,099,045 for the mark SOUND CHOICE for

“conducting entertainment exhibitions in the nature of karaoke shows”; U.S. Trademark

Registration Number 2,00,725 for the design mark reproduced below for “pre-recorded

magnetic audio cassette tapes and compact discs containing musical compositions and
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compact discs containing video related musical compositions”; and U.S. Service Mark

Registration No. 4,099,052 for the design mark reproduced below for “conducting

entertainment exhibitions in the nature of karaoke shows” (collectively referred to as the

“SOUND CHOICE marks”). (Compl. ¶¶ 30-33, Doc. No. 1, p. 6).



The SOUND CHOICE marks are indicators of Slep-Tone as the origin of the karaoke

tracks. (Compl. ¶ 35, Doc. No. 1, p. 7).

Slep-Tone also is the owner of distinctive and protectable trade dress (referred to

as the “Trade Dress”) associated with its graphical displays of its karaoke tracks,

including (a) the use of a particular typeface, style, and visual arrangement in displaying

the lyrics; (b) the SOUND CHOICE Marks; and (c) the use of particular styles in

displaying entry cues for singers, namely a series of vanishing rectangles to indicate the

cue. (Compl. ¶ 36, Doc. No. 1, p. 7). The individual and collected elements of the Trade

Dress have acquired secondary meaning as an indicator of Slep-Tone as the source of the

Trade Dress and serves to distinguish Slep-Tone’s karaoke tracks from the tracks of its

competitors. (Compl. ¶¶ 38-39, Doc. No. 1, p. 7).

2.



Slep-Tone sells karaoke tracks using the SOUND CHOICE marks

and Trade Dress



Slep-Tone has gained recognition in the industry as a leading producer of highquality karaoke accompaniment tracks due to its dedication to producing music of the
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highest quality and most authentic character. (Compl. ¶¶ 11-12, Doc. No. 1, p. 3).

Karaoke tracks sold using the SOUND CHOICE marks and trade dress are most

recognizable and sought-after in the industry. (Compl. ¶ 12, Doc. No. 1, p. 3). SlepTone sells compact discs containing karaoke tracks encoded in a special format known as

CD+G (or compact disc plus graphics) that allows for synchronized playback of audio

and video. (Compl. ¶ 14, Doc. No. 1, p. 3). In the past, special players were required to

decode the CD+G format and play the karaoke track. (Compl. ¶ 15, Doc. No. 1, p. 3).

Recently, computer technology has advanced and compact discs in CD+G format can be

decoded and “ripped” (or copied) to a computer hard drive, and special players are no

longer needed to decode the format. (Compl. ¶ 16, Doc. No. 1, p. 3).

Copies of tracks stored on media other than the original compact discs are referred

to as “media-shifted copies.” (Compl. ¶ 17, Doc. No. 1, p. 4). Media-shifting also

frequently involves format-shifting to convert the original format (such as CD+G) to a

different format (such as MP3+G or WAV+G). (Compl. ¶ 18, Doc. No. 1, p. 4). Mediashifting allows tracks to be stored on computer hard drives or external hard drives for

easy transport, but it also leads to the illegal sharing of media-shifted copies.1 (Compl. ¶¶

19-22, Doc. No. 1, p. 4). Illegal sharing of media-shifted copies of karaoke tracks nearly

drove Slep-Tone out of business, as it became easy to obtain illegal media-shifted copies

at little to no cost. (Compl. ¶ 23, Doc. No. 1, p. 4).



1



See paragraph 22 of the complaint for ways in which media-shifting has led to illegal

sharing of tracks. (Compl. ¶ 22, Doc. No. 1, p. 4).
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To combat illegal media-shifting, Slep-Tone established a media-shifting policy

that imposed mandatory rules for karaoke operators who use media-shifted copies of

SOUND CHOICE karaoke tracks.2 (Compl. ¶ 25, Doc. No. 1, p. 5). Slep-Tone’s

authority to require compliance with its media-shifting policy is based in Slep-Tone’s

right to control the commercial use of its federally registered trademarks and, as to some

tracks, its ownership of copyright in the synchronized audiovisual words represented by

and in the sound recordings with those tracks. (Compl. ¶ 27, Doc. No. 1, p. 5). If a

karaoke operator complies with Slep-Tone’s media-shifting policy, that karaoke operator

is granted permission by Slep-Tone to use media-shifted copies of SOUND CHOICE

karaoke tracks, co-extensive with Slep-Tone’s rights in the subject matter. (Compl. ¶ 28,

Doc. No. 1, p. 5). If a karaoke operator fails to comply with Slep-Tone’s media-shifting

policy, Slep-Tone does not permit, authorize, or tolerate that karaoke operator using

media-shifted copies of SOUND CHOICE karaoke tracks. (Compl. ¶ 29, Doc. No. 1, p.

6).

B.



Lapadat’s Activities



Lapadat is the owner of Twin City Karaoke, a company providing karaoke

entertainment to venues in the state of Minnesota. (Compl. ¶¶ 7-9, Doc. No. 1, p. 2).

Lapadat is responsible for the management and operations of Twin City Karaoke.

(Compl. ¶ 9, Doc. No. 1, p. 2). Lapadat performs karaoke shows and relies on one or



2



See paragraph 26 of the complaint for details on Slep-Tone’s media-shifting policy.

(Compl. ¶ 26, Doc. No. 1, p. 5).
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