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File preview

UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF NEW YORK



KAPLAN, INC. and MG PREP, INC. d/b/a

MANHATTAN PREP and MANHATTAN GMAT,:

Plaintiffs,



No. 13-cv-1147-JGK-HP



V.



REDACTED



TRACY YUN and MANHATTAN ENTERPRISE

GROUP LLC d/b/a MANHATTAN ELITE PREP,



JURY TRIAL DEMANDED



Defendants.



FIRST AMENDED AND SUPPLEMENTAL COMPLAINT



Plaintiffs Kaplan, Inc. and MG Prep, Inc. d/b/a Manhattan Prep and Manhattan GMAT

(collectively, "Manhattan Prep" or "Plaintiffs"), for this First Amended and Supplemental

Complaint against Defendants Tracy Yun ("Yun") and Manhattan Enterprise Group d/b/a

Manhattan Elite Prep ("MEP"), allege as follows, with knowledge as to their own actions and

upon information and belief as to the activities of others:

NATURE OF THE ACTION



1.



This action seeks to stop Ms. Yun and MEP (collectively, "Defendants") from



unlawfully misappropriating Plaintiffs' well-known and distinctive MANHATTAN GMAT and

MANHATTAN PREP trade name and trademark (collectively, the "MANHATTAN Marks").

For over thirteen years, Manhattan Prep has been a leading provider of test preparation courses

and materials for the Graduate Management Admission Test (the "GMAT"), the Graduate



Record Examinations (the "GRE"), and the Law School Admission Test (the "LSAT"),

providing courses to over 10,000 students and professionals annually. Currently, Manhattan

Prep is the leading provider of GMAT courses in the U.S. based on revenue.

2.



Prospective applicants to highly competitive graduate programs and professional



schools trust that MANHA TTAN GMAT and MANHATTAN PREP branded courses and

materials are of an exceptional quality. To better ensure that Manhattan Prep offers its students

the best chance to achieve an optimal score on the GMAT, the GRE or the LSAT, all of its

instructors have scored in the 99th percentile on the test for which they offer instruction.

3.



Well over two years ago, Manhattan Prep changed its umbrella brand from



Manhattan GMAT to Manhattan Prep to better reflect that it offered more than GMAT courses

and materials. Manhattan Prep, however, continues to offer its GMAT courses and materials

under the MANHATTAN GMAT mark.

4.



Since rebranding in July, 2011, Manhattan Prep has invested substantial time, effort



and resources in connection with the creation, marketing and promotion of the goods and

services under the MANHATTAN Marks. By way of example, since rebranding, Manhattan

Prep has spent over -



on advertising and has generated over -



in gross



revenue. Through its widespread and exclusive use of the MANHA TTAN Marks, and hard work

to ensure the umivalled quality of its test preparation materials and services, Manhattan Prep has

established substantial goodwill nationally in its names and marks.

5.



On or about December, 2011, a mere six months after Plaintiffs' rebranding as



Manhattan Prep, Ms. Yun abandoned her former company to launch a new company offering test

preparation courses and associated services for standardized tests including the GRE, the GMAT

and the LSAT. Recognizing the incalculable brand equity in Plaintiffs' MANHATTAN PREP
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Mark, Ms. Yun cannily selected the nearly identical MANHATTAN ELITE PREP name (the

"Infringing Name") for her new venture, attempting to leverage the benefits of Plaintiffs'

advertising dollars, hard-earned reputation and goodwill.

6.



The consequence of Defendants' use of the MANHATTAN ELITE PREP name has



been student confusion.



In numerous, well documented instances, students purchased prep



courses from MEP on the mistaken belief that the courses were sold by Manhattan Prep. Many

of those students have contacted, and continue to contact, Manhattan Prep to discuss their

purchased courses, only to belatedly discover their purchase was from MEP.

7.



Making matters worse, upon information and belief Defendants have promoted and



exacerbated student confusion by, among other things, adopting copycat marketing campaigns

using Groupon and Gilt City campaigns and answering phone calls in a manner designed to

mislead students about the relationship between Manhattan Prep and MEP.

8.



The continuing harm to students cannot be easily quantified.



In large part, a



student's academic and professional future will be determined by his GRE, GMAT or LSAT

score.

9.



To qualify for a top-tier graduate program or school, an applicant must score in the



top percentiles.



As a result, an applicant's ability to gain admission into the best graduate



program or school possible depends on an excellent test preparation course. Moreover, many

fellowships and scholarships are awarded to students based on an applicant's GRE, GMAT, or

LSAT score.

10. In the current economy, achieving a top GRE, GMAT, or LSAT score is more

critical than ever to academic and professional success. A top GRE, GMAT, or LSAT score can

mean the difference between a financially remunerative career and lost decades of
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underemployment.

11. Accordingly, students who purchase a test preparation course from MEP on the

mistaken belief that they have enrolled in a Manhattan Prep course are necessarily injured

because the MEP courses are not of the same quality as Manhattan Prep courses.

12. Without the benefit of the unrivalled Manhattan Prep courses, the students who

mistakenly take Defendants' knock-off courses are not as likely to have the best chance to

achieve an optimal score on the GMAT, the GRE, or the LSAT.

13. For example, on or about 3:40pm EDT on May 1, 2013, a student who mistakenly

purchased a Gilt City course from Defendants sent Manhattan Prep the following email: "I was

definitely planning to take the course with you guys, so when I saw this [Gilt City] promotion I

didn't even hesitate to purchase it since I associate it with you right away and the pricing is the

same. Unfortunately I'm not sure if Gilt will give a refund. If not then I think I won't be able to

afford the summer course with Manhattan Prep. Below you can find all the information that I

could find from my end. If there's anything I can help with please let me know."

14. This is not the first time that Ms. Yun has wrongfully used Plaintiffs' valuable

brands to mislead unsuspecting students. In 2005, five years after Plaintiffs had established

Manhattan GMAT as a leading provider of GMAT test prep courses and materials, Ms. Yun and

her then business partner, Joern Meissner, started a company called Manhattan Review ("MR")

to compete with Manhattan GMAT, the predecessor name to Manhattan Prep and the continuing

name of Manhattan Prep's GMAT prep courses.

15. To attract prospective students to their then nascent enterprise, in or about 2005,

Ms. Yun, as the Chief Executive Officer of MR, registered and used domain names that blatantly

incorporated



the



MANHATTAN



GMAT
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trademark



and



trade



name:



&lt;www.manhattengmat.com&gt; and &lt;www.manhattan-gmat.com&gt;. Despite the egregiousness of

her conduct, Ms. Yun refused to stop using the blatantly infringing domain names until

Manhattan GMAT filed a federal action against her company in 2006.



1



16. Ms. Yun's modus operandi has been to build new test prep businesses by trademark

infringement and other deceptive business practices. Ms. Yun's own partner at MR is suing her

in a pending state court action alleging that Ms. Yun stole MR's assets and attempted to divert

MR's customers when she broke away to start MEP.2

17. To avoid inevitable confusion and deception of consumers and to prevent

Defendants' obvious and willful intent to trade on Manhattan Prep's goodwill, Plaintiffs are

filing this action asserting claims for trademark infringement, unfair competition, false

designation of origin, false representation, and false advertising under Section 43(a) of the

Lanham Act (15 U.S.C. § 1125(a)), for cybersquatting under Section 43(d) of the Lanham Act

(15 U.S.C. § 1125(d)), and for the related claims of infringement, dilution, deceptive business

practices, unfair competition, and unjust enrichment under the statutory and common laws of

New York. Manhattan Prep seeks injunctive relief to prevent Defendants from using Plaintiffs'

MANHA TTAN Marks in any way and to prevent Defendants from wrongfully capitalizing on

Plaintiffs' invaluable goodwill and hard-earned reputation. Defendants' unlawful activities are

precisely the types of actions against which the trademark, unfair competition, and, most

importantly, consumer protection laws were designed to protect.



1



MG Prep, Inc. v. Manhattan Review LLC, No. 06 CV 0462 (SAS) (June 21, 2006).

A true and correct copy of the First Amended Complaint in Meissner v. Yun, Index No. 12-650913

(Supreme Court of New York, New York County) is attached as Exhibit A.



2
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JURISDICTION AND VENUE



18.



This action arises under the Lanham Act of 1946 (as amended), 15 U.S.C. § 1051 et



seq., and under related state statutory and common laws.

19.



Subject matter jurisdiction over this action is conferred upon this Court by 15



U.S.C. § 1121 and 28 U.S.C. §§ 1331, 1338 and 1367.

20.



This Court has supplemental jurisdiction over all state law claims under 28 U.S.C.



§ 1367, and under principles of pendent jurisdiction.

21.



Venue is proper pursuant to 28 U.S.C. § 1391 because Defendants are located in



this Judicial District and are doing and transacting business in this Judicial District; have

substantial contacts with this Judicial District; and Defendants have advertised in this Judicial

District and have caused many of the tortious acts complained of herein in this Judicial District.

22.



This Court has personal jurisdiction over Defendants in this action by virtue of their



acts and omissions which have taken place in the State of New York and are designed to, and

are, causing substantial confusion and deception among consumers in New York and irreparable

injury to Manhattan Prep's invaluable reputation and goodwill. Defendants' principal place of

business is located in the State of New York and, upon information and belief, Ms. Yun is a

resident of the State ofNew York.



PARTIES

23.



Plaintiff Kaplan, Inc. is a corporation duly organized and existing under the laws of



the State of Delaware, with an office at 395 Hudson Street, New York, New York 10014.

24.



Plaintiff MG Prep, Inc. d/b/a Manhattan Prep and Manhattan GMAT is a wholly



owned subsidiary of Plaintiff Kaplan, Inc.

25.



Upon information and belief, Defendant Manhattan Enterprise Group LLC d/b/a
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Manhattan Elite Prep, is a limited liability company duly organized and existing under the laws

of Delaware, with its principal place of business located in the State ofNew York.

26.



Upon information and belief, the principal officer, director, and shareholder of



Manhattan Enterprise Group LLC d/b/a Manhattan Elite Prep is Ms. Yun.

27.



Upon information and belief, Ms. Yun is an individual residing in the State of New



York.

GENERAL ALLEGATIONS



28.



Manhattan Prep is nationally recognized as a leading provider of test preparation



courses and instructional materials designed to assist students and professionals achieve an

optimal score on the GMAT, the GRE or the LSAT.

29.



Manhattan Prep is the leading provider of GMAT courses in the United States based



on revenue.

The MANHATTAN Marks

30.



Manhattan Prep operates various websites to promote its MANHATTAN PREP



courses and materials, including its principal website at manhattanprep.com, to advertise its

MANHATTAN PREP goods and services and to provide information about its GMAT, GRE,

and LSAT courses and materials.

31.



Since 2000, Manhattan Prep has promoted its MANHATTAN GMAT courses and



materials, including its website at manhattangmat.com, to advertise its MANHATTAN GMAT

goods and services and to provide information about its GMAT courses and materials.

32.



Through Manhattan Prep's exclusive use of the MANHATTAN PREP and



MANHATTAN GMAT marks, it has established ownership of the MANHATTAN Marks and

the exclusive right to use these marks in interstate commerce in connection with test preparation
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services and materials related thereto.

33.



The MANHATTAN Marks are inherently distinctive, and through their continuous



and extensive use, the MANHATTAN Marks have come to signify, identify and distinguish

Plaintiffs as the source of the well-known and highly regarded MANHATTAN PREP and

MANHATTAN GMAT courses and study resources. As such, the MANHATTAN Marks have

acquired distinctiveness and secondary meaning in the minds of consumers throughout the

United States.

34.



Since July, 2011, Manhattan Prep has extensively advertised, promoted and



marketed its MANHATTAN PREP course and materials. As a result of Manhattan Prep's

extensive and effective marketing of its MANHATTAN PREP courses and materials, consumers

have come to identity MANHA TTAN PREP with it.

35.



Since 2000, Manhattan Prep has extensively advertised, promoted and marketed its



MANHATTAN GMAT course and materials. As a result of Manhattan Prep's extensive and

effective marketing of its MANHATTAN GMAT courses and materials, consumers have come

to identity MANHATTAN GMAT with it.

36.



Manhattan Prep has spent well over -



dollars developing, advertising,



and promoting its MANHATTAN PREP and MANHATTAN GMAT courses and materials

through a myriad of advertising and promotional channels. To date, sales of Manhattan Prep's

courses and materials marketed under the MANHATTAN PREP and MANHATTAN GMAT

Mark have exceeded well over 37.



dollars.



Since 2000, Manhattan Prep has received a tremendous amount of unsolicited



media coverage in publications such as The Wall Street Journal and Fast Company. True and

correct copies of numerous examples of Manhattan Prep's media and industry coverage are



-8-



attached as Exhibit B.

38. As a result of its tremendous success and popularity, the MANHATTAN Marks

have acquired distinctiveness and has functioned as a source identifier for test preparation

courses and materials, and symbolizes and embodies the goodwill rightfully belonging

exclusively to Manhattan Prep.

39. Due to Manhattan Prep's extensive promotional efforts and its exclusive and

continuous use of the MANHATTAN Marks, the MANHATTAN Marks have become famous.

40. In recognition of Manhattan Prep's exclusive rights in and to the MANHATTAN

PREP mark, Plaintiffs have filed a trademark application for MANHATTAN PREP in Class 41

for "educational services, namely, providing online and classroom courses, private tutoring, and

study materials for standardized graduate school exams and professional school entrance exams"

(Plaintiff Kaplan, Inc. is listed as the owner of record). This application is currently pending.

Students' Confusion and Defendants' Fraudulent Deception and Misrepresentation



41. In the brief time that MEP has operated, Defendants have already caused numerous

documented instances of actual confusion.

42. In June, 2012, Plaintiffs ran a Groupon promotion in New York. A few days later,

Defendants ran a virtually identical promotion using the MANHATTAN ELITE PREP mark.

See Exhibit C.



43.



Since then, MEP's copycat promotions have caused numerous documented



instances of actual confusion, all reported to Manhattan Prep by the confused students.

44. For instance, on or about July 5, 2012, a student attempted to put a Groupon code

into a purchase page on Manhattan Prep's website. When the code did not work, the student

telephoned Manhattan Prep. During the call it became apparent that the student, who had
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