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Protecting Your Trademark

ENHANCING YOUR RIGHTS

THROUGH FEDERAL REGISTRATION



Basic Facts About Trademarks

United States Patent and Trademark Office



MESSAGE FROM THE USPTO

We offer many more resources on the Trademarks Home page (http://www.uspto.gov/

trademarks). If you decide to file a trademark application, we strongly encourage you to file

electronically and to authorize the USPTO to communicate with you by e-mail.



Our website resources

For general information and links to Frequently Asked

Questions, processing timelines, the Trademark Manual

of Examining Procedure (TMEP), and the Acceptable

Identification of Goods and Services Manual (ID Manual).

Trademark Information Network (TMIN) Videos



Tools



TESS



Search pending and registered marks using the

Trademark Electronic Search System (TESS).



TEAS



File applications and other documents online using the

Trademark Electronic Application System (TEAS).



TSDR



Check the status of an application and view and

download application and registration records using

Trademark Status and Document Retrieval (TSDR).



ASSIGNMENTS



Transfer (assign) ownership of a mark to another

entity or change the owner name and search the

Assignments database.



TTAB



Visit the Trademark Trial and Appeal Board (TTAB)

online.



Protecting Your Trademark

Enhancing Your Rights

Through Federal Registration



United States Patent and Trademark Office

An Agency of the United States

Department of Commerce



UNITED STATES PATENT AND TRADEMARK OFFICE



CONTENTS

TRADEMARK, COPYRIGHT, OR PATENT ��������������������������������������������������������������������������������������������������������������� 1

CONSIDERATIONS FOR FEDERAL REGISTRATION WHEN SELECTING A MARK �������������������������������������� 2

TRADEMARK SEARCHING ���������������������������������������������������������������������������������������������������������������������������������������� 7

PRIVATE TRADEMARK ATTORNEYS AND HOW TO FIND ONE �������������������������������������������������������������������� 8

SHOULD I REGISTER MY MARK?  �������������������������������������������������������������������������������������������������������������������������� 9

WHAT THE USPTO DOES AND DOES NOT DO ������������������������������������������������������������������������������������������������ 10

HOW TO FILE A TRADEMARK APPLICATION . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 11

WHAT A FILING DATE IS AND HOW IT IS DETERMINED �������������������������������������������������������������������������������12

INFORMATION TO INCLUDE IN THE APPLICATION  ���������������������������������������������������������������������������������������13

OWNER OF THE MARK (APPLICANT) �����������������������������������������������������������������������������������������������������������������13

NAME AND ADDRESS FOR CORRESPONDENCE  ���������������������������������������������������������������������������������������������13

DEPICTION OF THE MARK (“THE DRAWING”)  ���������������������������������������������������������������������������������������������� 14

GOODS/SERVICES   ���������������������������������������������������������������������������������������������������������������������������������������������������16

APPLICATION FILING FEE  ���������������������������������������������������������������������������������������������������������������������������������������17

BASIS FOR FILING   �����������������������������������������������������������������������������������������������������������������������������������������������������18

SPECIMEN FOR USE-BASED APPLICATIONS  ����������������������������������������������������������������������������������������������������20

SIGNATURE  ����������������������������������������������������������������������������������������������������������������������������������������������������������������22

WHAT HAPPENS AFTER FILING AND WHAT TO DO  ������������������������������������������������������������������������������������22

LEGAL AND PROCEDURAL REVIEW OF APPLICATION  �������������������������������������������������������������������������������� 23

PUBLICATION FOR OPPOSITION   ������������������������������������������������������������������������������������������������������������������������ 23

WHAT HAPPENS AFTER PUBLICATION? ������������������������������������������������������������������������������������������������������������ 23

REGISTRATION CERTIFICATE ISSUES FOR “USE-IN-COMMERCE” APPLICATION  ��������������������������������24

NOTICE OF ALLOWANCE (NOA) ISSUES FOR “INTENT-TO-USE” APPLICATION ����������������������������������24

HOW TO ESTABLISH USE OF THE MARK FOR AN “INTENT-TO-USE” APPLICATION ��������������������������24

MAINTAINING A FEDERAL TRADEMARK REGISTRATION  ��������������������������������������������������������������������������25

FEES FOR FILING TRADEMARK-RELATED DOCUMENTS ������������������������������������������������������������������������������26

FOR MORE INFORMATION  ������������������������������������������������������������������������������������������������������������������������������������ 27

SECTION 1(B) TIMELINE: APPLICATION BASED ON “INTENT-TO-USE” . . . . . . . . . . . . . . . . . . . . . . . . . . 28



* By clicking the page number circle you will be forwarded back to this Contents page.



BASIC FACTS ABOUT TRADEMARKS



TRADEMARK, COPYRIGHT, OR PATENT

What is a trademark or service mark?

•	A trademark is generally a word, phrase, symbol, or design, or a combination thereof, that

identifies and distinguishes the source of the goods of one party from those of others.

•	 A service mark is the same as a trademark, except that it identifies and distinguishes the source

of a service rather than goods. Throughout this booklet, the terms “trademark” and “mark”

refer to both trademarks and service marks.



Do trademarks, copyrights, and patents protect the same things?

No. Trademarks, copyrights, and patents protect different types of intellectual property.

A trademark typically protects brand names and logos used on goods and services. A copyright

protects an original artistic or literary work. A patent protects an invention. For example, if you

invent a new kind of vacuum cleaner, you would apply for a patent to protect the invention itself.

You would apply to register a trademark to protect the brand name of the vacuum cleaner. And you

might register a copyright for the TV commercial that you use to market the product.

For copyright information, go to http://www.copyright.gov. For patent information, go to

http://www.uspto.gov/patents.

To help evaluate your overall awareness of intellectual property knowledge and to provide access

to additional educational materials based on the assessment results, please use the Intellectual

Property Awareness Assessment tool, available at http://www.uspto.gov/inventors/assessment.



How do domain names, business name registrations, and trademarks differ?

A domain name is part of a web address that links to the internet protocol address (IP address) of

a particular website. For example, in the web address “http://www.uspto.gov,” the domain name is

“uspto.gov.” You register your domain name with an accredited domain name registrar, not through

the USPTO. A domain name and a trademark differ. A trademark identifies goods or services as

being from a particular source. Use of a domain name only as part of a web address does not qualify

as source-indicating trademark use, though other prominent use apart from the web address may

qualify as trademark use. Registration of a domain name with a domain name registrar does not

give you any trademark rights. For example, even if you register a certain domain name with a

domain name registrar, you could later be required to surrender it if it infringes someone else’s

trademark rights.

Similarly, use of a business name does not necessarily qualify as trademark use, though other use

of a business name as the source of goods or services may qualify it as both a business name and a

trademark. Many states and local jurisdictions register business names, either as part of obtaining

a certificate to do business or as an assumed name filing. For example, in a state where you will

be doing business, you might file documents (typically with a state corporation commission or

state division of corporations) to form a business entity, such as a corporation or limited liability
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company. You would select a name for your entity, for example, XYZ, Inc. If no other company

has already applied for that exact name in that state and you comply with all other requirements,

the state likely would issue you a certificate and authorize you to do business under that name.

However, a state’s authorization to form a business with a particular name does not also give you

trademark rights and other parties could later try to prevent your use of the business name if they

believe a likelihood of confusion exists with their trademarks.



CONSIDERATIONS FOR FEDERAL REGISTRATION WHEN

SELECTING A MARK

Once you determine that the type of protection you need is, in fact, trademark protection, then

selecting a mark is the very first step in the overall application/registration process. This must

be done with thought and care, because not every mark is registrable with the USPTO. Nor is

every mark legally protectable. THat is, some marks may not be capable of serving as the basis for

a legal claim by the owner seeking to stop others from using a similar mark on related goods or

services. Businesses and individuals new to trademarks and the application/registration process

often choose a mark for their product or service that may be difficult or even impossible to register

and/or protect for various reasons. Before filing a trademark/service mark application, you should

consider (1) whether the mark you want to register is registrable, and (2) how difficult it will be to

protect your mark based on the strength of the mark selected. Note in this regard that the USPTO

only registers marks. You, as the mark owner, are solely responsible for enforcement.

Below are some factors to consider when choosing a mark. While the USPTO can provide the

following general guidance, the agency does not advise you in advance of your filing an application

whether your specific mark is registrable.



Likelihood of Confusion with Other Marks

The USPTO examines every application for compliance with federal law and rules. The most

common reason to refuse registration is a “likelihood of confusion” between the mark of the

applicant and a mark already registered or in a prior-filed pending application owned by another

party. The USPTO determines that a likelihood of confusion exists when both (1) the marks are

similar, and (2) the goods and/or services of the parties are related such that consumers would

mistakenly believe they come from the same source. Similar marks or related goods/services by

themselves are not enough to support a finding of a likelihood of confusion, unless a court has held

that the mark is actually a famous mark. That is, generally two identical marks can co-exist, so long

as the goods and services are not related.

Each application is decided on its own facts and no simple mechanical test is used to determine

whether a likelihood of confusion exists. Therefore, before filing your non-refundable application,

it is very important for you to determine whether your proposed mark is likely to cause confusion

with another mark. This determination can be made only after doing a thorough trademark search,

as discussed below.



2



BASIC FACTS ABOUT TRADEMARKS



Similarity of Marks

To determine whether a likelihood of confusion exists, the marks are first examined for their

similarities and differences. Note that in order to find a likelihood of confusion, the marks do not

have to be identical. When marks sound alike when spoken, are visually similar, have the same

meaning (even if in translation), and/or create the same general commercial impression in the

consuming public’s mind, the marks may be considered confusingly similar. Similarity in sound,

appearance, and/or meaning may be sufficient to support a finding of likelihood of confusion,

depending on the relatedness of the goods and/or services.

The following are examples of marks that would be considered similar:

Sound



	



Although spelled differently, the marks sound alike; i.e., they are “phonetic equivalents.”

Appearance



	

The marks look very similar, even though the one on the right uses a stylized font.

Meaning



	



The marks are similar because, when the Italian word “LUPO” is translated into English, it means “WOLF.”
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Commercial Impression



	

Because the marks include the same design element, they create a similar overall commercial

impression, even though the one on the right also includes words plus the design.



	

The marks convey a similar general meaning and produce the same mental reaction.



Relatedness of Goods and/or Services

Even if two marks are found to be confusingly similar, a likelihood of confusion will exist only if

the goods and/or services upon which or in connection with the marks are used are, in fact, related.

Whether the goods and/or services are related is determined by considering the commercial

relationship between the goods and/or services identified in the application with those identified

in the registration or earlier-filed application. To find relatedness between goods and/or services,

the goods and/or services do not have to be identical. It is sufficient that they are related in such a

manner that consumers are likely to assume (mistakenly) that they come from a common source.

The issue is not whether the actual goods and/or services are likely to be confused but, rather,

whether a likelihood of confusion would exist as to the source of the goods and/or services.

The following are examples of related goods and/or services:

Goods
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Services



	

Goods and Services



	



Strong v. Weak Marks

In addition to selecting a mark that is not likely to be confused with any pre-existing marks, it is in

your best interest to select a mark that is considered “strong” in a legal or trademark sense, i.e., a mark

that will most easily allow you to prevent third-party use of your mark. Some marks are easier to

protect than others and these are considered “strong” marks.

On the other hand, if a mark is “weak,” it most likely is descriptive and others are already using it to describe

their goods or services, making it difficult and costly to try to police and protect. Weak marks should be

avoided; they simply do not have the same legal protections of a stronger and more distinctive mark.

Generally, marks fall into one of four categories: fanciful or arbitrary, suggestive, descriptive, or

generic. The category your mark falls into will significantly impact both its registrability and your

ability to enforce your rights in the mark.

The strongest and most easily protectable types of marks are fanciful marks and arbitrary marks,

because they are inherently distinctive. Fanciful marks are invented words with no dictionary or

other known meaning. Arbitrary marks are actual words with a known meaning that have no

association/relationship with the goods protected. Fanciful and arbitrary marks are registrable

and, indeed, are more likely to get registered than are descriptive marks. Moreover, because these

types of marks are creative and unusual, it is less likely that others are using them.

Examples of fanciful and arbitrary marks:

Fanciful: BELMICO for “insurance services”

Arbitrary: BANANA for “tires”
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